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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Species I in the reply filed on March 28, 2008 is 
acknowledged. The traversal is on the ground(s) that the requirement was made based on PCT 
Rules. This is not found persuasive because the current application is a National Stage entry of 
PCT/US04/08073, thus the US Apphcation is bound by PCT rules in terms of restriction 
requirements. See MPEP 1893.03(d). 

The requirement is still deemed proper and is therefore made FINAL. Also, the 
Applicant alleges that certain new claims correspond to elected Species I. This appears to be 
improper as every new claim corresponds to limitations only found in non-elected Species II 
(e.g., expandable tubulars, placing the expandable tubular in tension, etc.), and none of the 
limitations of the elected species can be found in any of these claims, such as a third tubular 
member moveable relative to a first and second tubular member. Therefore, based upon the 
Applications election of Species I, claims 1-20 and 35-44 are deemed as readable thereon and are 
thus currently pending and hereafter examined. 

Priority 

2. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. as follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
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provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 60/455,718, fails to provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 112 
for one or more claims of this application. The prior-filed application only provides support for 
a first tubular member that is moveable relative to a second tubular member, there being no third 
tubular member as currently claimed. 

Drawings 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: 76. Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1 . 121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Specification 

4. The disclosure is objected to because of the following informalities: there are numerous 
blanks throughout the specification that must be filled in prior to allowance. The Applicant is 
also respectfully requested to update the copending apphcation data throughout to indicate 
whether the applications have either become patented or abandoned. 

Appropriate correction is required. 

Claim Objections 

5. Claim 35 is objected to because of the following informalities: the letter ~A~ should be 
added to the beginning of the preamble. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 8, 9, 18, 19, 42, and 43 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In each of claims 8, 18, and 42, it is unclear how the first tubular member can be 
disconnected from the second tubular and then reconnected to itself Perhaps the Applicant 
meant to refer to the third tubular member. Claims 9, 19, and 43 depend from these indefinite 
claims and are also considered to be indefinite. 
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Claim Clarification 

8. Since the claim language does not directly correspond to the language used in the 
description, it was difficult for the Examiner to ascertain that which the Applicant claims as the 
first, second, and third tubular members. Upon careful review of the drawings and description, 
the Examiner comes to the following conclusion: the third tubular member is embodied by at 
least elements 56, 22, 24, and 102; the first tubular member is embodied by at least elements 72, 
88, and 34; and the second tubular member is embodied by at least elements 1 14, 120, 26, and 
28, wherein the first and second tubular members are connected by fasteners 136. If this 
interpretation of the Applicant's invention is improper, then the Applicant is respectfully 
requested to provide clarification and to better relate the claim limitations to the detailed 
description of the invention. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent m the United States. 

10. Claims 1-9, 1 1-19, and 35-43 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US 5,787,981 to Taylor. 

Regarding claims 1,11, and 35, Taylor discloses a system, method, and tubular apparatus 
comprising: lowering a first tubular member 42 into a well bore; connecting a second tubular 
member 26 to the first tubular member by way of outer body 3; connecting a third tubular 
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member 3 1 to the first tubular member (Fig. 3); and moving the third tubular member relative to 
the first and second tubular members to disconnect the third tubular member from the first 
tubular member and connect the third tubular member to the second tubular member (Figs. 3-5; 
col. 4, lines 15-64). 

Regarding claims 2, 12, and 36, the third tubular member moves relative to the first and 
second tubular members in response to at least one of the first and second tubular members 
encountering a resistance in the well bore (col. 4, lines 24-27). 

Regarding claims 3, 6, 13, 16, 37, and 40, the third tubular member moves axially 
relative to the first and second tubular members (Figs. 3-5). 

Regarding claims 4, 5, 14, 15, 38, and 39, there is a means for applying a torque to the 
third tubular member after the step of moving, where the torque is transferred from the third 
tubular member to the second third tubular member to enable the resistance to be overcome (col. 
4, line 65 through col. 5, line 14; col. 6, lines 6-13). 

Regarding claims 7, 17, and 41, fiirther comprising moving the third tubular member 
relative to the first and second tubular members in a direction opposite the one direction to 
disconnect from the second tubular member and reconnect with the first tubular member (col. 5, 
lines 26-45). 

Regarding claims 8, 18, and 42 (all as best understood), the same means for applying a 
torque to the third tubular member after the step of moving will supply torque when the third 
member is again attached to the first tubular member. 
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Regarding claims 9, 19, and 43, a fourth tubular member may be threadedly attached to 
the bottom of member 19 and torque is then transferred to back-off the threaded connection (col. 
6, lines 14-20). 

Conclusion 

1 1 . The prior art made of record on form 892 and not relied upon is considered pertinent to 
applicant's disclosure. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is (571)272-7026. The 
examiner can normally be reached on Monday-Thursday from 6:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer H. Gay can be reached on 571-272-7029. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Shane Bomar/ 
Examiner, Art Unit 3676 



